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DETAILED ACTION 

Responsive to communications entered 3/2/2007. Claims 90-122 are pending. Claims 
96,97, 1 03-1 05,1 08-1 1 2,1 1 5,1 20, 1 21 are withdrawn. Claims 90-95,98-1 02, 
106,107,113,114,116-119,122 are examined herein. 

The Examiner on the present case has changed. See contact information below. 

Election/Restrictions 

Claims 96, 97, 103-105, 108-112, 115, 120, and 121 are drawn to non-elected 
species and/or inventions and thus these claims remain withdrawn from further 
consideration by the examiner, 37 CFR 1.142(b), there being no allowable generic 
claim. Accordingly, claims 90-95, 98-102, 106, 107, 113, 114, 116-119, and 122 are 
under consideration in this Office Action. 

Priority 

Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) 
is acknowledged. This application claims benefit of provisional application 60/191,933 
filed 03/24/2000. 

Withdrawn Rejection 

The rejection of claims 90-95, 98-102, 106, 107, 113, 114, 116-119, and 122 
under 35 U.S.C. 103(a) as being unpatentable over Weinberg et al. (US Patent 
6,030,917) and Johnson et al. (J. Am. Chem. Soc, 1995, 1 17(23), pgs. 6414-6415) is 
hereby withdrawn in view of applicant's persuasive arguments. 



New Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 90-95,98-102, 106,107,113,114,116-119,122 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Johnson etal (1996 JACS 117:6414-6415) 
in view of Weinberg etal (US Patent 6,030,917) as evidenced by Zurek etal (2004 
Prog. Polym. Sci. 29:107-148). 

The applied reference has a common inventor, i.e. Johannes A. M. van Beek and 
Vince Murphy, with the instant application. Based upon the earlier effective U.S. filing 
date of the reference, it constitutes prior art only under 35 U.S.C. 102(e). This rejection 
under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 CFR 1.132 that 
any invention disclosed but not claimed in the reference was derived from the inventor 
of this application and is thus not an invention "by another"; (2) a showing of a date of 
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invention for the claimed subject matter of the application which corresponds to subject 
matter disclosed but not claimed in the reference, prior to the effective U.S. filing date of 
the reference under 37 CFR 1.131; or (3) an oath or declaration under 37 CFR 1.130 
stating that the application and reference are currently owned by the same party and 
that the inventor named in the application is the prior inventor under 35 U.S.C. 104, 
together with a terminal disclaimer in accordance with 37 CFR 1.321(c). For 
applications filed on or after November 29, 1999, this rejection might also be overcome 
by showing that the subject matter of the reference and the claimed invention were, at 
the time the invention was made, owned by the same person or subject to an obligation 
of assignment to the same person. See MPEP § 706.02(l)(1) and § 706.02(l)(2). 
The claimed subject matter in claim 90 is drawn to: 

A process for preparing and screening an array of metal-ligand compositions 
comprising: 

[a] preparing an array of metal-ligand compositions in a plurality of discrete 
reaction vessels contained by or within an integrated structure, wherein the plurality of 
reaction vessels of the array contain different metal-ligand compositions and said 
preparing comprises delivering a metal-binding ligand and a dissolved, soluble metal 
precursor to each of the plurality of reaction vessels of the array which combine to form 
the metal-ligand composition, wherein said soluble metal precursor comprises a 
solublizing ligand and formation of one or more of the metal-ligand compositions is 
accompanied by the displacement of said solublizing ligand; 
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[b] delivering a polymerization monomer to the metal-ligand compositions in the 
plurality of reaction vessels of the integrated structure to prepare an array of 
polymerization mixtures therein, wherein one or more of said polymerization mixtures 
contains the displaced solublizing ligand resulting from the preparation of said metal- 
ligand compositions; 

[c] subjecting the array of polymerization mixtures in the integrated structure to 
conditions conducive to the formation of a polymerization reaction product; and 

[e] screening said array for a polymerization reaction product, 

[d] wherein the displaced solublizing ligand reduces the catalytic activity of the 
metal-ligand composition in the polymerization mixture in the polymerization reaction by 
less than about 80%. 

Claim 91 is drawn to the metal-ligand composition in the polymerization mixture 
in the polymerization reaction by less than about 50%. 

Claim 92 is drawn to metal-binding ligands not bound to a solid support. 

Claims 93-94 are drawn to various deposition protocols. 

Claim 95 is drawn to a soluble metal of formula MR n . 

Claim 98 is drawn to various metals. 

Claim 99 is drawn to various soluble metal precursors. 

Claims 100-101 is drawn to the use of an activator and various deposition 
protocols. 

Claim 102 is drawn to a metal binding ligand that has a coordination number that 
is greater that the absolute value of its respective charge. 
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Claim 106 is drawn to more than one solubilizing ligand 
Claim 107 id drawn to various solubilizing ligands. 
Claim 113 is drawn to activated polymerization mixtures. 
Claim 1 14 is drawn to various activators. 

Claim 1 16 is drawn to screening for homogeneous catalytic activity. 
Claim 1 17 is drawn to olefin polymerization catalysis. 
Claim 1 18 is drawn to screening for various physiochemical properties. 
Claim 1 19 is drawn to screening for compatibility with various physiochemical 
methods. 

Weinberg et al teach, throughout the document methods for the synthesis and 
characterization of arrays, i.e. libraries of homogeneous catalysts and organometallic 
compounds (see e.g. Abstract; col. 1, lines 16-25; col. 3, lines 30-36). Said 
homogeneous catalysis is taken as the homogeneous catalytic activity of claims 116. 

Weinberg et al. disclose a method of making an array of metal-ligand compounds 
wherein a step comprises reacting a metal binding ligand with a metal ion (refers to the 
metal precursor) (see e.g. col. 3, lines 37-54; col. 9, line 45 to col. 10, line 15). 

The array comprises different metal-ligand compounds at known locations and 
the synthesis can be conducted using solution-phase synthetic technique (refers to the 
limitation of a plurality of discrete reaction vessels contained by integrated structure and 
contain different metal-ligand compounds, and instant claim 92) (see e.g. col. 3, lines 
55-64; col. 10, line 66 to col.11, line 12; fig. 14). Said array according to Weinberg et al 
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is taken as the plurality reaction vessels set forth in claim 90[a], [b] as well as the 
plurality of discrete reaction vessels set forth in claims 93 and 94. 

The synthesis also includes adding an activator such as PhNMe 2 HB(C 6 F5)4 
(refers to instant claims 100, 101, 113, and 114) (see e.g. col. 11, lines 28-37). The 
metal ion is transition metal ions (refers to instant claim 98)(see e.g. col. 11, lines 13-17; 
col. 24, lines 46-48). 

The metal-binding ligand includes ligands such as heterocyclic compounds and 
ancillary ligands (refers to instant claim 102) (see e.g. col. 15, line 61 to col. 16, line 11; 
col. 16, lines 20-34; col. 16, line 35 to col. 21, line 61). 

Additionally, the libraries are screened for useful property such as polymerization 
reaction (see e.g. col. 11, lines 38-67; col. 26, line 63 to col. 27, line 10). Said 
polymerizations according to Weinberg et al is taken as the polymerization mixtures set 
forth in claim 90[e]. 

Weinberg et at teach in column 12, line 62 screening for mechanical properties, 
such as set forth in claim 118. 

Weinberg et al teach in column 3, step (e) screening for suitability toward infrared 
imaging, such as set forth in claim 119. 

Weinberg et al do not teach preparation of a metal-ligand composition using the 
steps set forth in claim 90 concerning retained displaced solubilizing ligands. 

Johnson et al teach, throughout the document and especially scheme 1 b, 
utilizing Ni(ll)R 2 Br2 based (metallocene) catalysts that covert ethylene and a-olefins to 
high molecular mass polymers in the presence of methylaluminoxane (MAO). 
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Zurek etal provide evidence for the mechanism of scheme 1b according to 
Johnson et al. Zurek et al teach in example equation 1 (p 109), MAO displaces one 
solubilizing ligand from a metallocene complex to form a [L 1 L 2 MR] + [MeMAO]" ion pair. 
Furthermore, Zurek et al illustrate in equation 2 (p 109) and figure 39 (p 136), that 
[L 1 L 2 MR] + represents an effective polymerization catalyst, even in the presence of a 
solubilizing ligand (i.e. in the form of [MeMAO]"). 

Therein the MAO reaction in scheme 1b according to Johnson et al inherently, 
with evidence by Zurek et al, displaces a solubilizing ligand, such as set forth in claim 
90[a]. And, in view of the supplementary material (see pp 9-10) of Johnson et al, 
indicating no intervening purification step was performed prior to subsequent hexene 
(alpha olefin) polymerization under MAO conditions, the polymerization mixture shown 
in scheme 1b of Johnson et al is taken as inherently, with evidence by Zurek et al, 
containing the displaced solublizing ligand in the form of [BrMAO]", as set forth in claim 
90[b]. 

Johnson et al teach in the paragraph bridging the left and right columns on page 
6414 that MAO represents a type of activator. MAO being an activator, absent evidence 
to the contrary, provides polymerization enhancement in excess of 100 %, therein in the 
range of claims 90[e] and 91 . 

Said Ni(ll)R2Br2 catalysts according to Johnson et al are taken as MR n when 
n=4 as set forth in claim 95. The Bromine of Ni(ll)R 2 Br2 according to Johnson et al 
comprises two Bromine, such as set forth as the halogen in claims 99 and 107 and the 
solubilizing ligands being the same, as set forth in claim 106. 
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Said high molecular mass polymers catalysis of a-olefins according to Johnson 
et al is taken as an olefin polymerization reaction, as set forth in claim 117. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to include a soluble metal precursor comprising a solublizing ligand 
plus MAO as taught by Johnson et al. in the method of Weinberg et al. 

One of ordinary skill in the art would have been motivated to include a soluble 
metal precursor comprising a solublizing ligand plus MAO in the method of screening 
the metal-ligand composition for activity by way of polymerization reaction in the method 
of Weinberg et al. for the advantage of providing a catalyst system where simple 
variation of pressure, temperature, and ligand substituents allows access to the 
polymerization of ethylene and a-olefins, as noted by Johnson: pg. 6415, right col., lines 
16-22, therein providing for more facile laboratory manipulation of the various catalysts. 

One of ordinary skill in the art would have had a reasonable expectation of 
success in combining the soluble (metallocene) catalysts comprising a solublizing ligand 
plus MAO as taught by Johnson et al with the libraries of homogeneous catalysts and 
organometallic compounds favored by Weinberg et al because Johnson et al has 
applied the catalyst toward olefin polymerization and Johnson et al provides a superior 
manner or working with said catalysts. Therefore it would not have been unreasonable 
to apply the soluble (metallocene) catalysts comprising a solublizing ligand as taught by 
Johnson et as part of the method of Weinberg et al since both are concerned with 
alpha-olefin polymerization. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher M. Gross whose telephone number is 
(571)272-4446. The examiner can normally be reached on M-F 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, J. Douglas Schultz can be reached on 571 272-0763. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Christopher M Gross 

Examiner 

Art Unit 1639 




